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DETAILED ACTION 

1 . Applicants' amendment, filed on 26 October 2009, is acknowledged. Amended 
claims 11-15, 18 and 24 and new claims 25-32 have been entered. Accordingly, claims 
1-22 and 24-32 are currently pending. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 1-10, 18-22, 24 and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent Application Publication No. 2003/0104176 to Schwenk 
("Schwenk") and U.S. Patent No. 4,290,630 to Lee ("Lee"). 

Regarding claim 1, Schwenk and Lee disclose a security substrate comprising: i) 
a substrate (Schwenk fig.1 ; Lee fig. 5); and ii) at least two elongate security elements 
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(Schwenk 5a-b and paragraph 17; Lee threads 2 and col. 3, lines 53-60) wherein said at 
least two security elements are at least partially embedded within said substrate and run 
substantially parallel to each other with a gap therebetween, wherein said at least two 
security elements and said gap occupy a zone (see Schwenk fig. 1 and Lee figs. 3a-d), 
but fail to specifically disclose: i) each security element having a width of less than or 
equal to 6mm; li) the gap between parallel security elements being no greater than 
10mm; and ill) said zone having a total cross-directional width that is less than or equal 
to 18mm. However, it has been held that "where the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 
1955). 

Regarding claim 2, Schwenk and Lee disclose a security substrate as claimed in 
claim 1, but fail to specifically disclose said at least two security elements each having a 
width of less than or equal to 4mm. However, it has been held that "where the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 
105 USPQ 233, 235 (CCPA 1955). 

Regarding claim 3, Schwenk and Lee disclose a security substrate as claimed in 
claim 2, but fail to specifically disclose said at least two security elements each having a 
width of less than or equal to 2mm. However, it has been held that "where the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
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optimum or worl^able ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 
105 USPQ 233, 235 (CCPA 1955). 

Regarding claim 4, Schwenk and Lee disclose a security substrate as claimed in 
claim 1 , but fail to specifically disclose said width of said zone being less than or equal 
to 14mm. However, it has been held that "where the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 
1955). 

Regarding claim 5, Schwenk and Lee disclose a security substrate as claimed in 
claim 1, but fail to specifically disclose said gap being greater than or equal to 1mm. 
However, it has been held that "where the general conditions of a claim are disclosed in 
the prior art, it is not inventive to discover the optimum or workable ranges by routine 
experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Regarding claim 6, Schwenk and Lee disclose a security substrate as claimed in 
claim 5, but fail to specifically disclose said gap being greater than or equal to 2mm. 
However, it has been held that "where the general conditions of a claim are disclosed in 
the prior art, it is not inventive to discover the optimum or workable ranges by routine 
experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Regarding claim 7, Schwenk and Lee disclose a security substrate as claimed in 
claim 1 , wherein said at least two security elements have identical security features (see 
Schwenk fig. 1 and Lee figs. 3a-d). 
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Regarding claim 8, Schwenl^ and Lee disclose a security substrate as claimed in 
claim 1, wherein said at least two security elements have different security features (see 
Schwenk figs. 2a-b and Lee figs. 3e-g). 

Regarding claim 9, Schwenk and Lee disclose a security substrate as claimed in 
claim 1 , wherein said at least two security elements wander from a linear path in a 
cross-direction of said substrate, and wherein said cross-directional width of said zone 
includes an amplitude of said wander (see Schwenk figs. 2a-b and Lee figs. 3a-g) 

Regarding claim 10, Schwenk and Lee disclose a security substrate as claimed 
in claim 1 , wherein at least one of said at least two security elements are wholly 
embedded within said substrate (see Schwenk paragraph 18 and Lee abstract). 

Regarding claim 18, Schwenk and Lee disclose a security article comprising: i) a 
substrate (Schwenk fig.1; Lee fig. 5); and ii) at least two elongate security elements 
(Schwenk 5a-b and paragraph 17; Lee threads 2 and col. 3, lines 53-60), wherein said 
at least two security elements are at least partially embedded within said substrate and 
run substantially parallel to each other with a gap therebetween, wherein said at least 
two security elements and said gap occupy a zone (see Schwenk fig. 1 and Lee figs. 
3a-d), but fails to specifically disclose: i) each of said security elements having a width 
of less than or equal to 6mm; ii) said gap between said security elements being no 
greater than 10mm; and iii) said zone having a total cross-directional width that is less 
than or equal to 18mm. However, it has been held that "where the general conditions of 
a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
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workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA1955). 

Regarding claim 19, Schwenk and Lee disclose a security substrate as claimed 
in claim 1 , wherein said substrate is plastic (see Schwenk paragraph 2 and Lee col. 1 , 
lines 15-16). 

Regarding claim 20, Schwenk and Lee disclose a security substrate as claimed 
in claim 19, wherein said substrate is a filmic plastic (see Schwenk paragraph 2 and Lee 
col. 1, lines 15-16). 

Regarding claim 21 , Schwenk and Lee disclose a security substrate as claimed 
in claim 1 , wherein said substrate is a mix of paper and plastic fibres (see Schwenk 
paragraph 2 and Lee col. 1, lines 15-16). 

Regarding claim 22, Schwenk and Lee disclose a security substrate as claimed 
in claim 1 , wherein said substrate is paper (see Schwenk abstract and Lee col. 1 , line 
17). 

Regarding claim 24, Schwenk and Lee disclose a security article as claimed in 
claim 18, wherein said security article is a banknote (see Schwenk paragraph 24 and 
Lee col. 1, lines 8-9). 

Regarding claim 30, Schwenk and Lee disclose a security article as claimed in 
claim 18, wherein said security article is a passport (see Schwenk paragraph 24 and 
Lee col. 1, lines 5-10). 
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Regarding claim 31 , Schwenl^ and Lee disclose a security article as claimed in 
claim 18, wherein said security article is a certificate (see Schwenk paragraph 24 and 
Lee col. 1, lines 5-10). 

Regarding claim 32, Schwenk and Lee disclose a security article as claimed in 
claim 18, wherein said security article is a document of value (see Schwenk paragraph 
24 and Lee col. 1, lines 5-10). 

5. Claims 11-17 and 25-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schwenk and Lee in view of U.S. Patent No. 6,471 ,247 to Hardwick 
et al. ("Hardwick"). 

Regarding claim 1 1 , Schwenk and Lee disclose a security substrate as claimed 
in claim 1 , but fails to disclose at least one of said at least two security elements being 
exposed at windows in at least one surface of said substrate. 

Hardwick teaches the concept of providing a window in at least one surface of a 
substrate (18, see fig. 5, showing a single security element and fig. 2, showing multiple 
security elements exposed in the window). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to position a Hardwick window on the Schwenk and Lee substrates in 
order to render a security device lying beneath visible, as explicitly taught by Hardwick 
(see abstract). 

Regarding claim 12, Schwenk and Lee in view of Hardwick discloses a security 
substrate as claimed in claim 11, wherein all of said at least two security elements are 
exposed via the same window (Hardwick fig. 2). 
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Regarding claim 13, Schwenl^ and Lee in view of Hardwicl^ discloses a security 
substrate as claimed in claim 1 , wherein each of said at least two security elements is 
exposed at separate windows to those at which the other security element is exposed 
(note that windows may be positioned upon the substrates as desired). 

Regarding claim 14, Schwenk and Lee in view of Hardwick discloses a security 
substrate as claimed in claim 13, wherein said window via which one of said at least two 
security elements is exposed is in register with said window via which another of said at 
least two security elements is exposed (note that windows may be positioned upon the 
substrates as desired). 

Regarding claim 15, Schwenk and Lee in view of Hardwick discloses a security 
substrate as claimed in claim 13, wherein said window via which one of said at least two 
security elements is exposed is not in register with said window via which another of 
said at least two security elements is exposed (note that windows may be positioned 
upon the substrates as desired). 

Regarding claim 16, Schwenk and Lee in view of Hardwick discloses a security 
substrate as claimed in claim 1 , wherein each of said at least two security elements is 
provided with at least one security feature which is registered with at least one security 
feature on another of said at least two security elements (note that windows may be 
positioned upon the substrates as desired). 

Regarding claim 17, Schwenk and Lee in view of Hardwick discloses a security 
substrate as claimed In claim 1, wherein each of said at least two security elements Is 
provided with at least one security feature which is registered with at least one security 
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feature on said substrate (note tliat windows may be positioned upon tlie substrates as 
desired). 

Regarding claim 25, Schwenl< and Lee in view of Hardwicl< discloses a security 
substrate as claimed in claim 1 , wherein at least one of said two security elements is 
exposed in at least one hole or aperture through the substrate (see Hardwick fig. 2). 

Regarding claim 26, Schwenk and Lee in view of Hardwick discloses a security 
substrate as claimed in claim 25, wherein all of said at least two security elements are 
exposed at the same hole or aperture (see Hardwick fig. 2). 

Regarding claim 27, Schwenk and Lee in view of Hardwick discloses a security 
substrate as claimed in claim 25, wherein each of said at least two security elements is 
exposed in a separate hole or aperture to those at which the other security element is 
exposed (note that windows may be positioned upon the substrates as desired). 

Regarding claim 28, Schwenk and Lee in view of Hardwick discloses a security 
substrate as claimed in claim 27, wherein said hole or aperture via which one of said at 
least two security elements is exposed is in register with said hole or aperture via which 
another of said at least two security elements is exposed (note that windows may be 
positioned upon the substrates as desired). 

Regarding claim 29, Schwenk and Lee in view of Hardwick discloses a security 
substrate as claimed in claim 27, wherein said hole or aperture via which one of said at 
least two elements is exposed is not in register with said hole or aperture at which 
another of said at least two security elements is exposed (note that windows may be 
positioned upon the substrates as desired). 



Application/Control Number: 10/586,291 Page 10 

Art Unit: 3725 

Response to Arguments 

In response to Applicants' argument that the fibers of Schwenk form part of the 
substrate itself and are not elongate security elements as required in claims 1 and 18 
(see Applicants' Arguments/Remarks pg. 8, lines 12-13), Examiner respectfully asserts 
that as may be seen in the figures, the fibers function as security elements. 
Additionally, they are elongate in form. As such, they are elongate security elements. 

In response to Applicants' argument that Lee fails to teach at least two elongate 
security elements as recited by claims 1 and 18 (see Applicants' Arguments/Remarks 
pg. 8, lines 14-19), Examiner respectfully asserts that as may be seen in the figures, 
many more than two elongate security elements are shown. 

In response to Applicants' argument that Schwenk and Lee fail to disclose certain 
claimed ranges (see Applicants' Arguments/Remarks pg. 8, line 25- pg. 9, line 3), 
Examiner respectfully asserts that as set forth in the rejection above, it has been held 
that "where the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re 
Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUSTIN V. LEWIS whose telephone number is 
(571)270-5052. The examiner can normally be reached on M-F 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dana Ross can be reached on (571 ) 272-4480. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

8. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dana Ross/ 

Supervisory Patent Examiner, Art Unit 3725 

/JVL/ 



